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DETAILED ACTION 

This application has been examined. Claims 1-33, 46-51 are pending. 



Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
01 /1 3/2006 has been entered. 



Priority 

The claimed inventions have been verified with the parent applications 
09/588875 filed 6/6/2000 and 60/203407 filed 06/1 1/2000. The parent applications do 
not support the claims' subject matter. Hence, they do not entitle this application to a 
benefit of earliest filling date. 

The effective date of the claims described in this application is July 6, 2001. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained ttiough the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-33 and 46-51 are rejected under 35 U.S.C, 103(a) as being 
unpatentable over Rabe-Hesketh et al. (WO 00/72534 A1) and Gabrielsson et al. (WO 
01/01663 Al). 

Regarding claims 1, 4-6, 18, 46 and 51 Rabe-Hesketh discloses a method, 
apparatus and computer program (collectively referred to as "system") for automatically 
processing messages containing attachments, the method comprising: receiving a 
particular message having a particular attachment; removing the particular attachment 
from the particular message based on predefined criteria e.g., size of the attachment; 
inserting a link into the particular message, said link capable of referencing the 
particular attachment that has been removed; in response to invocation of the link by 
the intended recipient, retrieving a copy of the particular attachment that is automatically 
formatted based on the specified preference (Rabe-Hesketh - Abstract, Page 3, Lines 
25-37; Page 3, Line 24-Page 4, Line 25; Page 5, Line 25-Page 6, Line 25; Page 7, Line 
20-Page 11, Line 37). 

Rabe-Hesketh does not explicitly disclose specifying a preference for formatting 
attachments and does not explicitly apply predefined criteria in response to a client's 
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capability, e.g., exceeding client capability. Rabe-Hesketh does not disclose detecting 
an intended recipient's receiving device during a request from the recipient to retrieve 
the particular message and thus formatting attachments accordingly. 

However, in the same field of endeavor, a teaching that has objective akin to 
Rabe-Hesketh, Gabrielsson teaches a system for communicated media object to an e- 
mail recipient, which is capable of modifying object format based on specified user 
preference (Gabrielsson, Page 13, Lines 24-25). Furthermore, Gabrielsson teach a 
process of thinning message size by removing message L component and replacing 
with document identifier (Gabrielsson, page. 8, lines 9-20 . In addition Gabrielsson 
teaches the thinning process is implemented for accommodate client capability, e.g., 
suitable to client's capabilities e.g., bandwidth, access capability (Gabrielsson, page 8, 
lines 3-17). Gabrielsson disclosed detecting an intended recipient's receiving device 
during a reguest from the recipient to retrieve the particular message (Gabrielsson - 
Page 13 Line 25 thru Page 14 Line 15) and thus formatting attachments accordingly. 

Thus, it would have been obvious to one of ordinary skill in the art at the time of 
the invention was made to modify Rabe-Hesketh by including, the teaching of using 
user preference and thinning message to accommodate client capabilities as taught by 
Gabrielsson to enable Rabe-Hesketh's system to provide ah object in accordance with 
user requirement and expand the predefined criteria in Rabe-Hesketh. In doing would 
enable Rabe-Hesketh's system to enhance its ability and flexibility in providing services 
to the users that have different levels of resources and capabilities (Gabrielsson - 
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Abstract, Page 1 , Line 20-Page 2, Line 8; Page 3, Lines 15-28; Page 4, Lines 9-32; 
Page 5. Lines 8-21; Page 6, Line 14-Page 8, Line 20; Pages 9, Lines 5-16; Page 12, 
Lines 9-25; Page 13, Lines 20-Page 14, Line 23). 



Regarding claims 2 and 3, Rabe-Hesketh-Gabrielsson discloses, preference is 
associated with a particular user (Gabrielsson, Page. 13, Lines 24-25). 

Regarding claims 7, 8 and 27, Rabe-Hesketh -Gabrielsson discloses preference 
includes specifying that attachments which comprise images be transformed from one 
file format to another (Gabrielsson - Page 13, Lines 24-25; Page 7, Line 25-Page 8, 
Line 8). 

Regarding claim 9 and 49, Rabe-Hesketh -Gabrielsson discloses receiving the 
particular message at an SMTP server (Rabe-Hesketh, Page 4, Lines 21-26). 

Regarding claim 10-11 , Rabe-Hesketh -Gabrielsson discloses removing 
attachment could be done at anywhere server including a mail server or at MTA, which 
employed SMTP protocol. 

Implicitly, Rabe-Hesketh-Gabrielsson has readily taught removing an attachment 
at SMTP server or by the SMTP server. 
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Regarding claims 12-14, 47-48, Rabe-Hesketh -Gabrielsson discloses message 
includes a MIME attachment (Babe-Hesketh - Page 3, Lines 24-37). 

Regarding claims 15 and 33, Rabe-Hesketh -Gabrielsson discloses link 
comprises a Unifonn Resource Locator (URL) referencing said attachment that has 
been removed (Rabe-Hesketh Page 6, Lines 2-8; Page 12, Lines 18-30). 

Regarding claims 16-17, 19-20 and 28, Rabe-Hesketh -Gabrielsson discloses 
copy of the particular attachment is automatically formatted when a request is received 
to retrieve the particular attachment (Gabrielsson - Page 3, Lines 19-27; Page 7, Line 
25-Page 8, Line 20). 

Regarding claims 21-22 and 26-, Rabe-Hesketh-Gabrielsson discloses the 
invention substantially, as described in claim 1, including a notion of thinning and 
filtering, which are cleariy applicable for down scaling image size and removing image 
detail, e.g,, resolution, fidelity or removing color, which consequently would decrease 
fidelity or resolution of the image (Gabrielsson - Page 7, Line 25-Page 8, Line 20). 

Regarding claims 23, 30, Rabe-Hesketh-Gabrielsson discloses fonnatted copies 
of objects within the particular attachment are stored in a network repository (Rabe- 
Hesketh Fig. 2, storage 27; Gabrielsson - Fig. 1, storage 100, 120). 
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Regarding claim 24, Rabe-Hesketh-Gabrielsson discloses network repository is 
accessible by a Web browser for shared access among multiple participants (Rabe- 
Hesketh Fig4. 48; Fig 5A-5C). 

Regarding claims 25, 31 and 32, Rabe-Hesketh-Gabrielsson discloses 
attachment includes JPEG-formatted digital images (Gabrielsson, Page 7, Lines 3-6). 

Regarding claim 50, Rabe-Hesketh discloses attachment-processing module 
operates as a plug-in module to an e-mail server (Babe-Hesketh - Fig. 2, MTA 2, plug-in 
25). 

Response to Arguments 

Applicant's arguments filed 01/13/2006 have been fully considered but they are 
not persuasive. 

The Applicant presents the following arguments [in italics]: 
'in Gabrielsson, the decision to Win' an electronic message is based on 
predefined user preferences. . .' 

The Examiner notes that the claim language indicates dynamically detecting 
the recipient's receiving device. This is clearly taught by Gabrielsson because 
Gabrielsson allows users to request and access email from different devices and 
recognize each device dynamically. It would have been well-known in the art that 
content negotiation ( as described in Internet Standard IETF RFC Document 2616 - 
Hypertext Transfer Protocol, Section 12 - Content Negotiation and Section 14- Accept , 
Section 14.43 - User Agent) is performed as part of establishing communications 
between a server and a client device, wherein said content negotiation establishes the 
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rendering capabilities of the client device requesting data from the server. The USER- 
AGENT field is used for automated recognition of user agents for the sake of tailoring 
responses to avoid particular user agent limitations. Thus, in dynamically detecting a 
recipient's receiving device, Gabrielsson is also able to detemnine the maximum 
rendering capabilities of said receiving device, and is able to reformat the e-mail 
attachment accordingly. 



Conclusion 

Examiner's Note: Examiner has cited particular columns and line numbers in 
the references applied to the claims above for the convenience of the applicant. 
Although the specified dtations are representative of the teachings of the art and are 
applied to spedfic limitations within the individual daim, other passages and figures 
may apply as well. It is respectfully requested from the applicant in preparing 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disdosed by the Examiner. 

In the case of amending the claimed invention, Applicant is respectfully 
requested to indicate the portion(s) of the specification which dictate(s) the structure 
relied on for proper interpretation and also to verify and ascertain the metes and bounds 
of the daimed invention. 
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The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

US 20030093565 A1 Berger, Adam L. et al. - converting an attachment in an e- 
mail for delivery to a device of limited rendering capability 

US 20020169823 Al Coulombe, Stephane et al. - transcoding content 

US 20020120693 Al Rudd, Michael L. et al. - E-mail conversion service 

Any Inquiry concerning this communication or earlier communications firom the 
examiner should be directed to Greg Bengzon whose telephone number is (571) 272- 
3944. The examiner can homnally be reached on Mon. thru Fri. 8 AM - 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Vaughn can be reached on (571)272-3922. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomiation for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




